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REMARKS/ARGUMENTS 

This Amendment is responsive to the Office Action mailed on September 
19, 2006. Entry of this Amendment is requested. 

In this Amendment, claims 1, 6, 60, and 68 are amended, and claims 10-19 
and 30-58, 61, 66 and 67 are canceled so that claims 1-9, 59-60, 62-65, and 68 are 
pending and subject to examination on the merits. 

In this Amendment, independent claim 1 is amended to incorporate the 
limitation in dependent claim 58 and claim 58 is canceled. Dependent claim 60 is 
amended so that it is in independent form. Independent claim 6 is amended to 
incorporate the limitation in dependent claim 61 and dependent claim 61 is canceled. 
Claim 68 is amended so that it is in independent form. 

The amendments to claims 1, 6, 60, and 68 do not raise new issues 
requiring further search and/or consideration and this Amendment should be entered. 
Amended claims 1, 6, 60, and 68 are respectively the same as previously presented 
claims 58, 61, 60, and 68, and have already been search and considered. 

On November 7, 2006, an interview was conducted between Examiner 
Robinson Boyce and the undersigned. The Examiner is thanked for her time in 
conducting the interview and for her careful consideration of the arguments made by the 
undersigned during the interview. 

At page 2 of the Office Action, the Examiner indicates that mis-numbered 
claims 61-67 must be renumbered as claims 62-68. This has been done so withdrawal of 
the objection is requested. 

I. McGauley et al. and Hanna et al. 

Claims 1-19, 30-53, 56, 57, 59, 63, 64, and 67 are rejected as being 
obvious over McGauley et al. (U.S. Patent No. 5,899,998) and Hanna et al. (U.S. Patent 
No. 2004/0141661). This rejection is traversed. 
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Independent claims 1, 6, 60, and 68 are respectively the same as 
previously presented claims 58, 61, 60, and 68. Claims 58, 61, 60, and 68 were not 
rejected over the combination of McGauley et al. and Hanna et al. so this rejection is 
moot. Applicants reserve the right to file a continuation application to pursue the subject 
matter of the canceled claims. 

II. McGauley et al., Hanna et al., and Ginter et al. 

Dependent claims 54 and 55 are rejected as being obvious over McGauley 
et al., Hanna et al., and Ginter et al. (U.S. Patent No. 5,915,019). This rejection is 
traversed. 

Dependent claims 54 and 55 are canceled so this rejection is also moot. 

III. McGauley et al., Hanna et al., and Sesek 

Claims 58, 60, 61, 64, 65, and 67 are rejected as obvious over McGauley 
et al., Hanna et al., and Sesek (U.S. 2002/0093344 Al). This rejection is traversed. 

Applicants submit that the rejection of claims 58, 60, 61, 64, 65, and 67 as 
being obvious over McGauley et al., Hanna et al, and Sesek is improper. To reject these 
claims, the Examiner must rely on no less than three references that have completely 
different goals and objectives, without any suggestion within the prior art for such a 
combination. The rejection should be withdrawn for this reason alone. In addition, there 
are additional numerous reasons why obviousness has not been established, and some of 
those reasons are provided below. 

A. Obviousness has not been established, since it is improper to combine 

McGauley et al. and Hanna et al. 

In Applicants' Amendment of June 20, 2006, Applicants explained why 
the combination of McGauley et al. and Hanna et al. was improper. Applicants' prior 
arguments are herein incorporated by reference and are preserved for an eventual appeal. 
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In particular, Applicants argued that neither McGauley et al. nor Hanna et al. taught or 
suggested an outcome that is a "purchase transaction." 

The Examiner responds by alleging that "the combination" of McGauley 
et al. and Hanna et al. discloses a "purchase transaction" whose outcome is determined 
using rules and meta-rules. The Examiner describes McGauley et al. at page 26 of the 
Office Action, but neither the word "purchase" nor the word "price" is mentioned in the 
Examiner's description of McGauley et al. Accordingly, McGauley et al. cannot teach or 
suggest a "purchase transaction". With regard to Hanna et al., the Examiner states that 
"Hanna et al also discloses that images are purchased in paragraph [0013], lines 7-10." 
Paragraph 13, lines 7-10 of Hanna et al. state the following: 

Table 1 lists example storage devices, the cost to store data 
in such devices based on current device purchase prices and 
the average retrieval time of images from the devices. 

Although the phrase "purchase prices" is mentioned in Hanna et al., Hanna et al. only 
mentions this in the context of describing the cost of data storage, so that Hanna et al.'s 
image management system can figure out the most cost effective storage solution. Hanna 
et al. describes an intelligent image management system and clearly fails to teach or 
suggest an "outcome" of a purchase transaction that is determined using rules and meta- 
rules. The obviousness rejection should be withdrawn for this reason alone. 

B. Obviousness has not been established, since one would not have been led 

to modify McGauley et al. or Hanna et al. with the teachings in Sesek in 
the manner proposed by the Examiner. 

In the rejection based on McGauley et al., Hanna et al., and Sesek, the 
Examiner combines McGauley et al. and Hanna et al., which are directed to storing 
medical information, with Sesek, which is directed to compensating a recipient for 
printing an electronic document such as an advertisement. As explained below, one of 
ordinary skill in the art would not have been led to combine these references in the 
manner suggested by the Examiner. 
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1. Independent claim 1 

Independent claim 1 recites a system comprising, inter alia, an outcome 
that is a "reward." The Examiner addresses this limitation by stating the following: 

Sesek discloses a method and system for compensating a 
recipient for obtaining and printing an electronic document 
for the purchase of an advertised product, which may take 
[the] form of a check or coupon: 

Wherein the outcome is a reward. . . . Sesek discloses this 
limitation in an analogous art for the purposes of showing 
that a reward can be given to a recipient in a document 
retrieval environment. 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention for the outcome 
to be a reward for the purpose of showing that 
consumers can be compensated for the purchase 
transaction. (Emphasis added.) 

Obviousness has not been established, since one would not have been led 
to modify McGauley et al. or Hanna et al. in the manner proposed by the Examiner 
because the suggested modification is not taught or disclosed in any of the art or record. 
Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). MPEP 
2143.01 . "In determining the propriety of the Patent Office case for obviousness in the 
first instance, it is necessary to ascertain whether or not the reference teachings would 
appear to be sufficient for one of ordinary skill in the relevant art having the reference 
before him to make the proposed substitution, combination, or other modification." In re 
Linter, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). MPEP 2143.01. Here, 
McGauley et al. describes a method and system for maintaining and updating 
computerized medical records (title). Hanna et al. describes an intelligent medical image 
management system (title). McGauley et al. and Hanna et al. do not describe systems 
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that are used by purchasing consumers so it is unclear why one would have modified 
their systems to "show that consumers can be compensated for a purchase transaction." 
Put another way, one seeking to improve McGauley et al.'s system for updating 
computerized medical records or Harma et al.'s intelligent medical image management 
system would not have been led to modify them to provide a "reward" to "show that 
consumers can be compensated for a purchase transaction," since neither McGauley et al. 
nor Hanna et al. suggest that medical records or medical images can even be purchased. 
In addition, medical records are confidential (c. 5, 1. 66 of McGauley et al.) so Sesek 
actually "teaches away" from allowing consumers to purchase medical information or 
medical images. Accordingly, there is no motivation to modify McGauley et al. and/or 
Hanna et al. to arrive at the invention of claim 1. 

2. Independent claims 6 and 60 

Independent claims 6 and 60 recite a system comprising, inter alia, an 
"outcome for [a] transaction [that] includes a price, and wherein the point of service 
device is a vending machine." 

The Examiner states the following regarding why one would have 
combined Sesek with McGauley et al: 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention for the point of 
service device to be a vending machine with the 
motivation of showing that product distribution can 
take place through vendor transactions. (Emphasis 
added.) 

McGauley et al. describes a method and system for maintaining and updating 
computerized medical records. Hanna et al. describes an intelligent medical image 
management system. McGauley et al. and Hanna et al. do not describe purchasing 
consumers, so it is unclear why one would have modified their systems to "[show] that 
product distribution can take place through vendor transactions." Put another way, one 
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seeking to improve McGauley et al.'s system for updating computerized medical records 
or Hanna et al.'s intelligent medical image management system would not have been led 
to modify them to provide a "vending machine" to "distribute products" since neither 
McGauley et al. nor Hanna et al. indicate that their medical records or images can even 
be distributed for purchase. In addition, medical records are confidential (c. 5, 1. 66 of 
McGauley et al.) so Sesek actually "teaches away" from distributing medical records 
through a "vending machine." Accordingly, there is no motivation to modify McGauley 
et al. and/or Hanna et al. to arrive at the invention of claim 6. 

3. Independent claim 68 

Independent claim 68 recites a system comprising, inter alia, a plurality of 
rules, "wherein the plurality of rules includes at least one price computation rule." The 
Examiner alleges that this is taught by Sesek and then alleges the following: 

It would have been obvious to one of ordinary skill in the 
art for the outcome to be determined using a price 
computation process with the motivation of obtaining a 
reward based on the value of the purchased product. 

(Emphasis added.) 

McGauley et al. describes a method and system for maintaining and updating 
computerized medical records. Hanna et al. describes an intelligent medical image 
management system. McGauley et al. and Hanna et al. do not describe systems that are 
used by purchasing consumers. The Examiner has not clearly set forth where in the art 
that is of record it teaches the suggested modification. Hence, it is unclear why one of 
ordinary skill, while considering the art that is of record, would have modified McGauley 
et al. and Hanna et al. to obtain "a reward based on the value of the purchased product." 
Put another way, one seeking to improve McGauley et al.'s system for updating 
computerized medical records or Hanna et al.'s intelligent medical image management 
system would not have been led to modify them "to obtain a reward based on the value of 
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a purchased product," since neither McGauley et al. nor Hanna et al. indicate that the 
disclosed medical records or images can even be purchased. As noted above, medical 
records are confidential and are not purchased by ordinary consumers. Accordingly, 
there is no motivation to modify McGauley et al. and/or Hanna et al. to arrive at the 
invention of claim 68. 



C. Obviousness has not been established, since improper hindsight was used 

to combine McGauley et al., Hanna et al., and Sesek. 

Obviousness has not been established, since improper hindsight was used 
to combine McGauley et al., Hanna et al., and Sesek. Given the completely contrary 
objectives in McGauley et al, Hanna et al., and Sesek, one skilled in the art would not 
have combined these references unless they had had the benefit of viewing Appellants' 
disclosure first using improper hindsight. As noted by the Court of Appeals for the 
Federal Circuit: 

"It is difficult but necessary that the decisionmaker forget 
what he or she has been taught . . . about the claimed 
invention and cast the mind back to the time the invention 
was made (often as here many years), to occupy the mind 
of one skilled in the art who is presented only with the 
references, and who is normally guided by the then- 
accepted wisdom in the art." W.L. Gore & Associates, Inc. 
v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 313 
(Fed. Cir. 1983). 

Clearly, absent improper hindsight, one viewing only McGauley et al., Hanna et al., and 
Sesek would not have combined these references in the manner proposed by the 
Examiner. 

As noted above, the primary reference, McGauley et al. is directed to 
"maintaining and updating computerized medical records." Medical records are intended 
to be kept confidential (see column 5, lines 66-67), while advertisements for goods and 
services are not confidential and are intended to be widely distributed to consumers. In 
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contrast, Sesek's system is for compensating a person for printing an advertisement for 
goods or services (paragraph [0013]). 

In view of the different teachings in the references, the Examiner may 
believe that is permissible to simply pick and choose isolated disclosures in the 
references and combine them without regard to the actual objectives of the references. 
However, this belief would be incorrect. As explained by the Court of Appeals for the 
Federal Circuit, a prior art reference must be considered in its entirety, i.e. as a whole, 
including portions that would lead away from the claimed invention. W.L. Gore and 
Associates, Inc. v. Garlock, Inc., 721 F.2d 14540, 220 USPQ 303 (Fed. Cir. 1983). 
MPEP 2142.02. Clearly, one viewing only McGauley et al., Hanna et al., and Sesek, 
without looking at Applicants' disclosure, would not have combined them in the manner 
proposed by the Examiner unless improper hindsight was used. 
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CONCLUSION 



Applicants submit that there are many more reasons why one would 



conclude that the claims are patentable, rather than unpatentable. Clearly, it would not 
have been "obvious" for one to have (1) looked to McGauley et al., which describes a 
system for maintaining and updated computerized confidential medical records, (2) 
looked to Hanna et al. which describes an intelligent medical image management, and 
then (3) looked to Sesek, which discloses compensation for printing advertisements for 
goods or services, only to provide a "reward", a "price computation rule" or a "vending 
machine" even though they (a) have nothing to do with medical records and would not 
improve medical records, and (b) would compromise the confidentiality of medical 
records. Accordingly, a Notice of Allowance is therefore respectfully solicited. 

If the Examiner believes a telephone conference would expedite 
prosecution, please telephone the undersigned. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 415-576-0200 

Fax: 415-576-0300 

PRJ 
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Patrick R. Jewik 
Reg. No. 40,456 
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